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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-6, 23, and 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Poullard et al. (USP 5,984,014). 

With respect to claim 1 , Poullard et al. discloses an apparatus for remotely 
charging and storing energy to operate a tool positioned in a well, comprising: a tool 
body (50) having a central bore formed therethrough (see figure 2A); a moveable piston 
(124) arranged in the tool body; a spring arranged in the tool body (120), the spring 
adapted to engage the piston (see figure 2B); and a latching mechanism (200) adapted 
to selectively lock the piston to the tool body in a first latched position during movement 
downhole (with 202), wherein energy is charged by moving the piston to compress the 
spring to a point of equilibrium with the wellbore pressure (see column 4 lines 34-40, 
wherein Examiner believes that the equilibrium stage is the intermediate stage), and 
further wherein additional energy is stored by forcing the piston to further compress the 
spring beyond the point of equilibrium (see column 4 lines 34-40) and then locking the 
piston once the spring is further compressed (via 200). 
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With respect to claim 2, Poullard et al. discloses that the piston (124) is adapted 
to be moved by differential pressure between the well and the spring (see column 12 
line 63 to column 13. line 26). 

With respect to claim 3, Poullard et al. discloses that the spring comprises: a gas 
chamber formed in the tool body (120); and a compressible gas located in the gas 
chamber (wherein Poullard discloses that 120 is a pressurized nitrogen chamber). 

With respect to claim 4, Poullard et al. discloses that the piston is arranged in the 
gas chamber (see figure 2B). 

With respect to claim 5, Poullard et al. discloses that the gas comprises nitrogen 
(see column 1 3 lines 20-22). 

With respect to claim 6, Poullard et al. discloses that the spring comprises: a 
mechanical spring (see column 4 lines 3-10). 

With respect to claim 23, Poullard et al. discloses a method, comprising: running 
a tool (50) in a well; latching a piston in the tool (via 200 and 202) at a first latched 
position for movement downhole; using pressure in the well to move a piston in the tool 
to compress a gas, trapped in the tool, to a point of equilibrium with the hydrostatic 
pressure of the well (see column 4 lines 34-40); subsequently moving the piston an 
additional distance to further compress the gas (see column 4 lines 34-40, wherein 
Examiner believes that the equilibrium stage is the intermediate stage); locking the 
piston in the tool to prevent the gas from decompressing (via 200); and using the 
compressed gas to actuate the tool (see column 4 lines 20-46). 
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With respect to claim 24, Poullard et al. discloses locking the piston (124) is 
achieved by ratcheting the piston to an inner sleeve in the tool (via 200). 

Claim Rejections - 35 USC § 103 

3. Claims 18-22, 25-28 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Poullard et al. (USP 5,984,014). 

With respect to claim 18, Poullard et al. discloses a method for energizing a tool 
in a well, comprising: lowering the tool (50) into the well (see figure 1), the tool (50) 
having a spring (120) to actuate the tool, the spring being exposed to wellbore pressure 
(see column 4 lines 34-40); compressing the spring (120), while in the well, to a 
maximum compressed state (wherein the spring compresses to a relative maximum 
amount when compressed) in which the spring exerts a greater force than that applied 
by the wellbore pressure; and holding the spring member in the maximum compressed 
state to store energy (see column 4 lines 34-40). 

In the alternative, if the Applicant is claiming that the spring is compressed to the 
utmost level possible, it would have been obvious to modify Poullard et al. in compress 
the spring to a maximum compressed state to store energy depending on the amount of 
energy desired to be stored. 

With respect to claim 19, Poullard et al. discloses that the spring member is a 
gas spring (see column 4 lines 3-10). 

With respect to claim 20, Poullard et al. discloses that the spring member is a 
mechanical spring (see column 4 lines 3-10). 
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With respect to claim 21 , Poullard et al. discloses using the stored energy to 
actuate the tool by decompressing the spring (see column 4 lines 20-40). 

With respect to claim 22, Poullard et al. discloses that the tool (50) is a valve (see 
figures 2A-2K). 

With respect to claim 25, Poullard et al. discloses a method for actuating a valve 
in a well, the method comprising: connecting the valve (50) to an actuator; running the 
valve (50) downhole such that the actuator is exposed to wellbore pressure (see figure 
1); while downhole, compressing a gas (in chamber 120) acting on the actuator in a 
direction opposing the wellbore pressure, the gas (120) being compressed to a point 
beyond equilibrium between the gas and the wellbore pressure (see column 4 lines 20- 
46); holding the gas in a maximum compressed state (wherein the spring compresses 
to a relative maximum amount when compressed) to store energy in the actuator for 
actuating the valve; and decompressing the gas to actuate the valve (see column 4 
lines 20-46). In the alternative, if the Applicant is claiming that the spring is compressed 
to the utmost level possible, it would have been obvious to modify Poullard et al. in 
compress the spring to a maximum compressed state to store energy depending on the 
amount of energy desired to be stored. 

With respect to claim 26, Poullard et al. discloses that compressing the gas is 
achieved by moving a piston (124) in the actuator. 

With respect to claim 27, Poullard et al. discloses that holding the gas in a 
compressed state is achieved by ratcheting (via 200) the piston to an inner sleeve in the 
actuator. 
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With respect to claim 28, Poullard et al. disclose a method for actuating a valve 
in a well, the method comprising: connecting the valve (50) to an actuator; running the 
valve downhole such that the actuator is exposed to wellbore pressure (see figure 1); 
while downhole compressing a mechanical spring (120) that biases the actuator in a 
direction opposing the wellbore pressure, the mechanical spring being compressed to a 
point beyond equilibrium between the mechanical spring and the wellbore pressure (see 
column 4 lines 20-46); holding the mechanical spring in a maximum compressed state 
(wherein the spring compresses to a relative maximum amount when compressed) to 
store energy in the actuator for actuating the valve; and decompressing the mechanical 
spring to actuate the valve (see column 4 lines 20-46). In the alternative, if the 
Applicant is claiming that the spring is compressed to the utmost level possible, it would 
have been obvious to modify Poullard et al. in compress the spring to a maximum 
compressed state to store energy depending on the amount of energy desired to be 
stored. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over Pringle et al. (USP 4,771 ,831) in view of Poullard et al. 
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With respect to claim 29, Pringle et al. discloses an energy storage apparatus for 
receiving and storing an energy charge for actuating a downhole tool arranged in a 
wellbore, the energy storage apparatus comprising: a body connectable to the 
downhole tool (see figures 1B and 2B); a sleeve arranged within the body, the sleeve 
defining a central bore and a chamber (see figures 1 B and 2B); a moveable piston 
arranged in the chamber, the piston dividing the chamber into two portions (see figure 
1B, numeral 28); a port adapted to communicate well fluid from the bore to one portion 
of the chamber (18); a compressible gas arranged in the other portion of the chamber, 
the gas being compressible by the piston (see column 3 lines 32-36). 

Pringle et al. does not disclose a mechanism to selectively hold the piston in a 
plurality of positions, including a position when the gas is compressed, the mechanism 
adapted to release the piston at a predetermined pressure. However, Poullard et al. 
discloses a ratcheting device. It would have been obvious to one having ordinary skill in 
the art at the time of the invention to modify Pringle et al. by including a ratchet 
mechanism to selectively hold the piston as taught by Poullard et al. in order to have a 
tool that is extremely safe and advantageous for use in offshore wells and unpredictable 
high pressure inland wells. 

With respect to claim 30, Pringle et al. teaches a latching mechanism to 
selectively hold the piston to prevent the piston from moving during initial running of the 
downhole tool in the wellbore, the latching mechanism adapted to release the piston at 
a predetermined pressure (see column 4 lines 25-51). 
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Allowable Subject Matter 

6. Claims 7-17 are allowed. 

Response to Arguments 

7. Applicant's arguments filed 8/24/06 have been fully considered but they are not 
persuasive. Applicant argues that Poullard et al. fails to disclose initial latching of an 
actuator piston for movement downhole as well as retaining a compressed system in a 
maximum compressed state to ensure maximum stored energy to actuate a device. 
However, Poullard et al. does disclose initial latching of an actuator piston, via 200 and 
202. Furthermore, it is unclear what maximum compressed state means - whether it 
means the maximum relative compressed state amongst the compressed states, or the 
maximum amount a spring could be compressed. As noted above, Poullard et al. 
teaches a maximum compressed state, and furthermore, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to modify Poullard et al. to 
a maximum compressed state depending on the amount of energy one desires to store. 

With respect to the arguments on 29, as noted above, Poullard et al. does 
disclose a meachanism able to latch/hold a piston. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicole Coy whose telephone number is 571-272-5405. 
The examiner can normally be reached on M-F 7:30-5:00, 1st F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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